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PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT 
ABANDONED UNINTENTIONALLY UNDER 37 CFR 1,1 37(b) 



Docket Number ^Optional) 
123029. 1057iUHID 2003-031) 



First named inventor: ^ Gao 
Application No.: 10/553.329 
Filed: 04/14/2004 



Art Unit: TBD 
Examiner: tbo 



Title: 



. Novel Reagent Compounds And Methods Of Making and Using th^ Same 



Attention: Office of Petitions 
Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
FAX (571) 273-8300 

NOTE: If Information or assistance Is needed in completing this form, please contact Petitions 
Information at (571) 272-3282. 

The above-identified application became abandoned for failure to file a timely and proper reply to a notice or 
action by the United States Patent and Trademark Office. The date of abandonment is the day after the expiration 
date of the period set for reply in the ofRoe notice or action plus an extensions of time actually obtained. 

APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION 

NOTE: A grantable petition requires the following items: 

(1) Petition fee; 

(2) Reply and/or issue fee; 

(3) Terminal disclaimer with disclaimer fee - required for all utility and plant applications 
filed before June 8. 1995; and for all design applications; and 

(4) Statement that the entire delay was unintentionaL 

1 Peiiiion fee ^ ^ 

[/JSmall entity-fee S JZQ (37 CFR 1 .17(m)). Applicant claims small entity status. See 37 CFR 1 .27. 

I I Other than smalt entity --fee $ (37 CFR 1.1 7{m)) 



2. Reply and/or fee 

A. The reply and/or fee to the above-noted Office action in 

the form of prenmlnarv afnendmeiM and PTO'203fl 



.(Identify type of reply): 



has been filed previously on . 
is enclosed herewith. 



03/31/2008 LLftHDBRft 00000052 10553328 



01 FCs2453 
0*? FC*2&15 

The Issue fee and publication fee (if applicable) ofS J 

Bhas been paid previously on : 
is enclosed herewith. 



770,00 OP 
75.00 OP 
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USPTO to orocess) an appficalioo. Confidentialily i3 governed by 35 U.S C ^2t and 37 CFR 1.11 and 1.14. Tm ooBocdon » e*Um»t«i to lake 1.0 fw to 
c^u^^inS^ mhtl^^ preparing, and »ut)Uir!g the con^cted application fOfW lo the USPTO, Time m wary depending ^^y'^^^^^, 
on"he amS/m^^^^ require to complrtc \m form and/or suggwttona for leducino mis burden, should be sent to the 2!?l««^m^cm C^^^^ 

^^tS j^T^^^ OmeTu.S Departmeri^ol Commerce. P.O. bJx 1450. Alwendria. VA 22313^1450. DO NOT SEND FE^ OR COMPLETEO 
FORMS TO THIS ADDRess SEND TO: MdQ Stop Petition. Commlwlontr tot Patents. P.O. Box 14S0. Al^xandrid. VA 22313-1450. 
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3. Terminal disclaimer with disclaimer fee 
[7] Since this utiiiVplant application wae filed on or after June 8. 1995, no terminal disclaimer is required. 

(—1 A terminal disclaimer <and disclaimer fee (37 CFR 1 .20(d)) of $ ^^for a small entity or $ _ 

' — ' for other than a small entity) disclaiming the required period of Mme is enclosed herewith (see 

STATEMENT^The entire delay in filing the required reply from the due date for the required reply urrtil the 
^Sfg^antabte^ under 37 CFR 1.137(b) was unintentional. [NOTE; The United States Patent and 
TradematS Office may require additional information If there is a question as to whether either the 
abandonment or the delay in filing a petition under 37 CFR 1 .1 37(b) was unintentional (MPEP 711 .03(c). 
subsections (lll)(C) and {D)).\ 

WARNING: 

Petitioner/applicant Is cautioned to avoid submitting personal infomiation in documenls filed in a patent application that may 
coSte to S theft. Personal infomiation such as social security numbers, bank account nurnbers, or aedit card 
SSS (om^ than a cSecK or credit card authorization fomi PTO-2038 submitted for payment puiposes) » n^J^-" W/^^ 
the US^O to support a petition or an application. If this type of personal Information is included in documents submitted to tt» 
USPTO pBtltionerk/appiicants should consider redacHng such personal infomiation ftom the documents before subrnWing them 
to the USPTO Petitioner/applicant Is advised that the record of a patent application is available to the public after publication 
S Se ipSon fun ears ^ request in compliance with 37 CFR 1.21 3(a) is made in the application) or issuance 

0 a patent, Furthemiore, the record from an abandoned application may also be availabte to the pulrf«: if the aPP^^"" « 
referenced in a published application or an Issued patent (see 37 CFR 1.14). Checks and credit card authonzation fomns FTC- 
2038 sulOTiltted for pay ment purposes a ie not retained in the application file and therefore are not publicly available. 





X ^ewe Date 

G. Kenneth Smrth 43.135 

Typed or printed name Registration Number, if applicable 
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Address ~~ Telephone Number 

Bethlehem. PA 18015 , 



Address 
Enclosures: |V] Fee Payment 
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I I Terminal Disclaimer Form 

I 1 Additional sheets containing statements establishing unintentional delay 

W] Other; Ai^fyjfnent'12/Q8/20Q6 Not icfl coaxrPTQ-2038:Tran5mi»al FormiFee Tfansmittal 



CERTIFICATE OF MAILING OR TRANSMISSION (37 CFR 1,8(a)] 
I hereby certify that this correspondence is being: 

□ Deposited with the United States Postal Service on the date shown below with sufficient 
postage as first class mail In an envelope addressed to: Mail Stop Petition, Commissioner for 
Patents, P. O. Box 1450. Alexandria. VA 22313-1450. 

0 Transmitted by facsimile on the dat e shown belo w to the ynited States Patent and Trademark 
Office at (57 1 ) 273-8300. J^.^ J 



Date / \ Signature 

/cyXennath Smith 

Typed or prlntecfname of person signing certificate 



PA(X 3114 * RCVD AT 3/2(12008 4:10:27 PM (Eastern Dayfight Time] ' SVR:U^^^ 



2008-03-26 15:08 



Cheryl Smith 6108385495 » USPTO 




CENTRAL FAX CENTER Page 1 of 2 

MAR 2 6 2008 



Unitcd Statcs fkreNT and ThADEMARK Office 



UNrrKDSTATm DWARTMENTOF COWMBRCE 
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U.S. AFPllCATIOM NUMBER NO. 



RRST NAMED AmICA^fT 



T 



ATTV.DOCKCTNO. 



I0/SS3,328 



37058 

TIM HEADLEY 

GARDERE WYNNE SEWELL LLP 
1000 LOUISIANA, SUITE 3400 
HOUSTON. TX 77002 



Xiaolian Cm 



123029. 1057(UHID 2003-03 1 



INTERNATIONAL APPLICATION MO. 



PCT/US04/ 1 1489 

1 PRiORmr DAtg ~| 



iJ>i. FILING DATE 



04/14/2004 



04/14/2003 



C0NF1RWATI0N NO. 116^ 
371 FORWALITIES LETTER 



X>C000000021 533675" 



Date Mailed: 12/08/2006 



Notification of Insufficient Fees (DO/EO/U5) 



The following items have been submitted by the applicant or the IB to the United States Patent and Trademark 
Office a$ a De&ignated / Elected Office (37 CFR 1 .495). 

• indication of Small Entity Status 

• Copyofthelnternatlonal Application filed on 10/14/2005 

• Copy of the International Search Report filed on 10/14/2005 

• Copy of IPE Report filed on 10/14/2005 

• InfbmiaMon Disclosure Statements filed on 04/12/2006 

• Oath or Declaration filed on 10/14/2005 

• Small Entity Statement filed on 10/14/2005 

• Request for Immediate Examination filed on 10/14/2005 

• U.S. Basic National Fees filed on 10/14/2005 
» Priority Documents. filed on 10/14/2005 

• Power of Attorney filed on 10/14/2005 



The following items MUST be fumlshed within the period set forth betow in order to complete the requirements for 
acceptance under 35 U.S.C. 371: 

• Additional claim fees of $3900 as a smell entity, including any required multiple dependent claim fee. are 
required. Applicant must submit the additional claim fees or cancel the additional claims for which tees are 
due. 

SUMIVIARY OF FEES DUE: 

Total additional fees required for this application is S3900 for a Small Entity: 
• Total additional claim fte(s) for this appfication is S 3900 
m $3900 for 42 independient daims over 3. 
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• Ai . ftp TOE ITEMS SET FORTH ABOVE MUST BE SUBMITTED WITHIN TWO (2) MONTHS FROM THE 

The time period set above may be extended by filing a petition and fee for extension of Hme under the p«>vi»ion8 
of37CFR 1.136(a). 

AoDiicant is reminded that any communications to the United States Patent and '^l^l'J'^^^^'f^'^ ^ 
to%"ddriS^ivenin the h^ing and include the U.S. application no. shown above (37 CFR 1.5) 

Reqistered users df EFS-Web may alternatively submit their repfy to this notice Via EFS-Web. 
^ tt ^B//sooftal.u5e »^^^"«>/*"th«>nti^te/AtithantieateUserLocalEPF.html 

For more inlbrmation about EFS-W6b please call the USPTO Electninic Business Center at 1^66-2174197 or 
visit our website at hite!//www.uepta.aev/ebc. 

If you are not uaing EFS-Web to awbmlt your reply, you must Include a copy of thl. notice. 

CHRISTINE S WASHINGTON 



Telephone: (703) 308-91 40 EXT 228 
PART 2 -OFFICE COPY 



.■..PP ..r-.ATlOWKUMBERW0. I 1WTERNATI0 NALAPPU.CAT1QKN0. t Am.DOCKtT>IQ. □ 

PCT/US04/II489 123029.I057(UHID 1003-03 1 



FORM PCT/D0/EOn23O71 Femtaiitlvs Notice) 
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Approved for us© through 06^*010. 0MB 0651-00^2 
U.S. Patftrtt arKJ Tr«tefr«rK Offit©: U.S. DEPARTMENT OF COMMERCE 
Undenhajjpqf^rtt^^ tffl required to reapond to a coflectton of information ur^eoa it diaplays a valtd QMB oontrd nignte r 

EffectfvB on i2m/2O04. Comphte If Known \ 

Fbss punuant to th& CoMoHdAM Af>f>rofirt6tfens Act, 200$ HR. 431 d). 



FEE TRANSMITTAL 

For FY 2008 



171 Appficant daims smell entity $tatu$. $0^ 37 C^R 1.27 



TOTAL AMOUNT OF PAYMENT 



($) 



845 



Application Number 



Filing Data 



First Named Inventor 



Examiner Name 



Art Unit 



Attorney Docket No. 



10/553,326 



04/14/2004 



XGao 



TBD 



TBD 



1 23029. 1057(UHID 2003-031 ) 



"CEm RAL FAX CENTER 

^AR 2 6 2008 



METHOD OF PAYMENT (Check all that apply) 



I I Check [Zl Credit Card Money Onicr dlNone d] Other (please identify)! 
I I Deposit Account DepMR Account Numban Dspoait Acooum Name: 



For the above-identHi^d deposit account, the Diredor is hereby authorized to: <oheck ail that apply) 
(~) Charge f«(s) Indicated below Q Charge fee{s) indicated below, except for the filing 1m 

□ Charee any additional feeis) or underpaymenta of lee(5) I ] c«dit any ov«rpavments 
under 37 CFR 1.16 and 1.17 ' — ' 
WARNtMO: Information on this fbnn may tieconw public. Ciadlt card Intonnatlon should not be Included on thia fbmi* Provide cradK card 

Informftion and Buthoriz^OH on PtO-^^. 



FEE CALCULATION 



1. BASIC FILING, SEARCH, AND EXAMINATION FEES 



FILING FEES 



SEARCH FEES 



EXAMINATION FEES 





F— W 


Small Entitv 




Small Entitv 


Fee iSI 


smalt Entitv 


ADDllcation TVoe 


Faam 


Fee($) 




Utility 


310 


155 


510 


255 


210 


105 


Design 


210 


105 


100 


50 


130 


65 


Plant 


210 


. 105 


310 


155 


160 


80 


Keissuc 


310 


155 


510 


255 


620 


310 


Provisional 


210 


105 


0 


0 


0 


0 



2. EXCESS CLAIM FEES 

Kach claim over 20 (including Reissues) 
Lach independent claim over 3 (including Reissues) 
Multiple dependent claims 
Total Clalma Extra Clalma FeeftI Pald^ 
23 _^ -20orHP=^ 3 x ?5 ■ 75 



HP V Nghflst number Of «otai daims paid for. if greaier man 20. 
Indop- Claims Extra Claims Fee f$l 
3 -3QrHP° Q « N/A 



FMPaMitl 

Q 



Small Entity 
Eiaiii Fa^tfi 

50 25 
210 105 
370 185 

Multiple PfPgntf»«n<^'^>rtt^ 
Faait> Fee Paid tt> 

N/A Q 



HP = hughost number of indBpendwit d Aims for. if grvatvr than 3. 

3. APPLICATION SIZE FEE ^ ^ . . ^. , ,. ^, 4 

if the specification and drawings exceed 1 00 sheets of paper (excluding electronically filed sequence or eompuler 
listings under 37 CFR L52(c)), the application size fee due is $260 ($130 for small entity) for each additional 50 
shcelsor ffaalon thereof. See 35 U.S.C. 4Ua)(l)(0) and 37 Cl-R J .I6(s). 
TotatSliaata Extra 8h— ta jtluwAar of eacti a(ldftlonal 6Q or fraction thereof 



Faeft> 



-100 = 



/50 = 



. (round up to a whota number) y 



4.0THERFEE(S) 

Non-i :nglish Specification, $130 fee (no small entity diseouni) 

Other (e.g., late filing surcharge): 1.1 7<m\ 



FaoPaldW 

F#eiPam(|) 

0 



770 



Signdture 


. -' 


Registration No 
(Attomev/AQeni) ^^.'-^^ 


Talaphone9Qg^2&-1805 


Name(Prim/T5f|ie) 


G. Kertneth SmWv-^ 


Date 03/2^008 



Tr«BcsiMeijQn or tnT uiiimmj i i is raauiraa oy or vrn ». '-m- • iiw iiii«ni«i»vi ■» •ovji*.! bw »v <«nnw.i — ^ — — • ~ • 

ConndBmialityisgOvorneflby35U.S.C.122flnd37CFR1.14. TMi» «iiec6on is estimated tO tgce 30 mmmes to oompWfl 
jncluiJinoQrthenn0.p<«panng.ffidsubn«tingthBoomphrtfid8pp^ Tiro wlH viy depending upon fta i rtdwidua case. Any oiimMmU 

m hm Amount erf Hina vou reoiiio to comulele tWa tonn ardtor suoaeations for redudi>0 tf** bunlen. shoiid bo >efrt tO the Chm Information Ofncor. W.5. worn 
^S^^l^^^^t^^^r^^^^, P.O. Box 1450. Ai««*n3. VA 2231:^1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO; Comniriaaloner for Patanta, P.O. Box 14S0, Alexandria. VA 22318-1460. 

\f yoi/ neec^ 99sistdnes in compfeting rha farm. caH l-BOO^TO-QISS end ae'ecf OP&on 2. 
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PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Examiner: TBD 
Group Art Unit: TBD 



la Re Application of 

Gao, et aL 

Serial No. 10/553^58 

Fiting Date: 04/14/2004 

THle: NOVEL REAGENT COMPOUNDS 
AND METHODS OF MAKING AND 
USING SAME 

Mail Stop Petitions 
Contmissioner for Patents 
PO Box 14S0 

Aleitandria, VA 22313-1450 

Transmuted via facsimile to 57I-273-8S00 

Preliminary Amendment 

This is a prcliminaiy amendment to the above referenced case. Attached herewith are: 1) 
Transmittal letter; 2) copy of the Notice of Insufficiem Fees dated 12/08/2006; 3) Petition for 
Revival of an Application for Patent Abandoned Unintentionally Under 37 CFR 1.137(b); 4) Fee 
transmittal sheet; and, 5) PTO-2038. Applicants do not believe any additional petitions are 
required; if tliis is in error, such petitions are hereby made. All fees associated with this 
response, including additional claims fee ($75). and the petition fee under 1.1 7(m) ($770 for a 
' small-emity) may be charged to the credit card shown on the attached PTO-2038. Applicants do 
not believe any additional tees are required. 



Amendments to the Claims begins on page 2 of this response. 
Remarlts begin on page 4 of this response. 
Conclusions begin on page 5 of this response. 



1 
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71 . (New) The compound of claim 70 wherein n is 0 - 20, m is 0 - 20, nl is 0 - 20; n2 is 0 - 
20; ml is 0 - 20 and Tn2 is 0 - 20. 

72. (New) The compound of claim 70 wherein A is -{OCH2CH2)- , n is 1 ; m is 0; and, 
Ri is --CH2CH2CN. 

73. (New) Thecompoundorclaim70 wherein Ais-(OCH2CH2)-,nis2;misO;and, Rjis- 
CH2CH2CN. 

74. (New) The compound of claim 70 wherein A is - (C)CH2CH2)-; n is 3-20; m is 0; and, R3 is 
-CH2CH2CN. 

75. (New) The compound of claim 70 wherein A is selected from the group consisting of- 
(OCH2CII2)-, -(OCH2CH2CH2)-, and grafted - <OCH2CH2)„i-<OCH2CH2CH2)„2-; n is at least 1 ; 
m is 0; and, Rj is -C.H2CH2CN. 

76. (New) The compound of claim 70 wherein A is selected from the group consisting of- 
(OCH2CH2K -(OCH2CH2CII2K and grafted -(OCH2CH2)„i-(OCH2CH2CH2)„2-; B selected 
from the group consisting of-(OCH2CH2>-, -(OCH2CH2Cn2K and grafted -(OCH2CH2)„|- 
(0C:H2CH2CH2)„2-; n is 1 - 50; n1 is 1 - 50; n2 is 1 - 50; m is 1 - 50; ml is 1 - SO; and, m2 is 1 
- 50. 
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77. (New) The compound of claim 70 wherein A is -(OCH2CH2)-; B is -{OCH2CH2)-; n is 2; 
m is 2; R2 is CH.v or CH2CH3; and, Ri is CHj, or CH2CH3 

78. (New) Ihc compound of claim 70 wherein A is -(OCII2CH2)-; B is -(OCH2CH2)-; n is 3- 
20 and m is 3-20; R2 is Cti^, or CH2CH3; and, R3 is CII3, or CH2CH3. 

79. (New) The compound of the formula: 

[Cmpl/. 




wherein Cmp is selected from the group consisting of a nucleoside, a nucleotide, an amino acid, 
a carhohydratc, an oligonucleotide, a peptide, and an oligo.saccharide; 
A is selected from the group consisting of-(OCIl2CH2)-, -<OCH2CH2CH2K and grafted - 
(OCH2CH2)„i-(OCI I2CH2CH2)„2-; 

B is selected from the group consisting of-(OCH2CH2)-, -(OCH2CH2CH2> , and grafted - 

(0CH2cn2),„j-(0c:H2CH2Cii2)m2-; ^ 

n is 0 - 50; 
nl is 0-50; 
n2 is 0 - 50; 
m is 0-50 
ml is 0 - 50; 
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m2 is 0 - 50; 
z is at least 1 ; 

R2 is selected from the group consisting of H, -CH3, alkyl, phenyl, -CH2CH2CN, and -C^ONHj; 
and, 

R3 is selected firom the group consisting of H, -CHj, alkyl, phenyl, -CH2CH2CN, and -<:0NH2. 

80. (New) The compound ofclaim 79 wherein n is 0 20; m is 0 - 20; nl is 0 - 20; n2 is 0 - 
20: m ! is 0 - 20; and, m2 is 0 - 20; 

81 . (New) The compound ofclaim 79 wherein Cmp is a nucleoside or a nucleotide wiih the 5'- 
0 bond to the phosphorous; and, z is 1 - 15. 

82. (New) The compound ofclaim 79 wherein Cmp is a nucleoside or a nucleotide with the 5*- 
O bond to the phosphorous; and, z is 1-30. 

83. (New) The compound of claim 79 wherein Cmp is a nucleoside or a nucleotide with the 5'- 
O bond to the phosphorous; and» /. is l-lOO. 

84. (New) The compound ofclaim 79 wherein Cmp is a nucleoside or a nucleotide with the 3'- 
O bond to the phosphorous; and, z is 1-15. 

85. (New) The compound ofclaim 79 wherein Cmp is a nucleoside or a nucleotide with the 3*- 
O bond to the phosphorous; and, z is I -30. 

5 
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86. (New) The compound of claim 79 wherein Cmp is a nucleoside or a nucleotide with the 3'- 
O bond 10 the phosphorous; and, z is 1 -1 00. 

87. (New) rhe compound of the formula: 

lCmp.l]z 




[Cmp2]x 



wherein Cmpl is selected from the group consisting of a nucleoside, a nucleoiide, an amino acid, 

a carbohydrate, an oligonucleotide, a peptide, and an oligosaccharide; 

Cmp2 is selected from the group consisting of nucleoside, a nucleotide, an amino acid, a 

carbohydrate, an oligonucleotide, a peptide, and an oligosaccharide; 

A is selected from the group consisting of -(OCH2CH2K -(OCH2CH2CH2K and grafted - 

(OCl l2CH2)n!HOCH2CH2CH2V2-; 

n is 0-50; 
nl is 0-50; 
n2 is 0 - 50; 
X is at least 1 ; 
z is at least l;and. 

R2 is selected from the group consisting of -CH3, alkyi, phenyl, -CH2CH2CN, and -CONH2. 



88. (New) The compound of claim 87 wherein n is 0 - 20; nl is 0 - 20; and, n2 is 0 - 20. 
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89. (New) The compound of claim 87 wherein Cmpl is a nucleoside or a nucleotide wiih the 
3*-0 bond to the phosphorous; Cmp2 is a nucleoside or a nucleotide with the 5'-0 bond to the 
phosphorous; /. is ul least 1 ; and, x is al least 1 . 

90. (New) The compound of claim 87 wherein Cmpl is a nucleoside or a nucleotide with the 
3*-0 bond to the phosphorous; Cmp2 is a nucleoside or a nucleotide with the 5'-0 bond to the 
phosphorous; / is 1-50; and, x is 1-50. 

91 . (New) The compound of claim 87 wherein Cmpl is a nucleoside or a nucleotide with the 
3'-0 bond to the phosphorous; Cmp2 is a nucleoside or a nucleotide with the 3*-0 bond to the 
phosphorous; /; is 1-50; and, x is 1-50. 

92. (New) The compoimd of claim 87 wherein Cmpl is a nucleoside or a nucleotide with the 
5'-0 bond to the phosphorous; Cmp2 is a nucleoside or a nucleotide with the 5'-0 bond to the 
phosphorous; z is 1-50; and, x is 1-50. 
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REMARKS 



Reconsideration of this application is respectfully requested. Claims 1-69 have been 
cancelled and new claims 70-92 have been added. This amendment docs not add any new 
matter. Applicants reserve the right to reincorporate any cancelled or unclaimed subject matter 
into this or a subsequently filed application as appropriate. Consideration and entry of this 



Applicants believe that the application is in condition for allowance and a notice thereof 
is respectfully solicited, if any issues remain in connection herewith, or a telephone interview 
would be of assistance in advancing prosecution of the application, the Examiner is respectfully 
invited to telephone the undersigned to discuss the same. Prompt and favorable consideration of 
this response is respectfully requested. 



preliminary amendment is respectfully requested. 



CONCLUSION 



Respectfully submitted. 



Date: March 26. 2008 




O. Kenneth Smith. Ph.D., J.D. 
1 645 Briarwood Circle 
Bethlehem, PA 18015 
Tel: 908-425-1805 
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